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DETAILED ACTION 

1 . This Office Action is the answer to the Amendment filed on January 8, 2009, 
which paper has been placed of record in the file. 

2. Claims 1-3, 5, 6, and 8-21 are pending in this application. 

Response to Arguments/Amendment 

3. Applicant's arguments with respect to claims 1-3, 5, 6, and 8-21 have been fully 
considered but are not persuasive. 

In response to the applicant's arguments that the combination of Del Sesto and 
Coyle fails to disclose "wherein the clients of the first of the multiple provider entities are 
capable of purchasing the at least one of the one or more products according to the firs 
modification of the first data", examiner submits that Del Sesto discloses offering at 
least one of the one or more products to clients of the first of the multiple provider 
entities according to the first modification of the first data {column 1, lines 10-50 and 
column 2, lines 25-40, the media buyer (the advertiser) buys advertising spaces from 
the media seller (the media agency) in order to deliver advertising contents to the 
viewers), Coyle discloses wherein the clients of the first multiple provider entities are 
capable of purchasing the at least one of the one or more products (column 15, lines 
13-40, the end users and resellers purchase telecommunications service at the lower of 
the bid price in the auction or a negotiated price from the telecommunications service 
provider). The secondary Coyle reference does not necessary teach "offering at least 
one of the one or more products to clients of the first of the multiple provider entities 



Application/Control Number: 1 0/062,1 1 7 Page 3 

Art Unit: 3692 

according to the first modification of the first data", which already discloses by Del 
Sesto. Therefore, the combination of Del Sesto and Coyle does disclose "wherein the 
clients of the first of the multiple provider entities are capable of purchasing the at least 
one of the one or more products according to the firs modification of the first data " as 
discussed above. 

Examiner submits that applicant's arguments against the reference individually 
(see page 4, first paragraph, arguments against Del Sesto, US 6,985,882 only), one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references (Del Sesto, US 6,985,881 and Coyle, US 
6.269.157) . See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner submits that the Supreme Court in KSR described the 
rationales to support rejections under 35 U.S.C. 103: Combining prior art elements 
according to known methods to yield predictable results; or Simple substitution of one 
known element for another to obtain predictable results . In this case, Coyle discloses 
buyers can be resellers to resell the service to their customers (column 15, lines 13-40, 
the end users or resellers purchase telecommunications service at the lower of the bid 
price in the auction or a negotiated price from the telecommunications service provider), 
therefore, it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to modify Del Sesto's to adopt the feature taught by Coyle above, 
which can obtain the predictable result that the media buyers can be media resellers to 



Application/Control Number: 1 0/062,1 1 7 Page 4 

Art Unit: 3692 

resell the advertising time or advertising space to their clients. Also, see Del Sesto, 
column 4, lines 50-60, buyer is an advertising agency who can buy advertising time or 
advertising space on behalf of clients, thus it is obvious and predictable that the 
advertising agency can resell advertising time or advertising space to their clients for 
commission. 

In conclusion, for the reason set forth above, examiner decides to maintain the 
rejection and make this Office action FINAL. 

4. Applicant's amendment necessitated the new grounds of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

6. Claims 1-3, 8-10, 16, 18, 20 and 21 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 

Claims 1-3, 8-10, 16, 18, 20 and 21 are rejected under 35 U.S.C. 101. Based 
on Supreme Court precedent and recent Federal Circuit decisions, the Office's guidance 
to examiners is that a § 101 process must (1) be tied to a machine or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing. In 
re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should positively recite the other statutory class (the thing or product) 
to which it is tied, for example by identifying the apparatus that accomplishes the 
method steps, or positively recite the subject matter that is being transformed, for 
example by identifying the material that is being changed to a different state. 

Here, applicant's method steps fail the first prong of the new Federal Circuit 
decision since they are not tied to a machine and can be performed without the use of a 
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particular machine. Thus, claims 1-3, 8-10, 16, 18, 20 and 21 are non-statutory since 
they may be performed within the human mind. 

The mere recitation of the machine in the preamble with an absence of a 
machine in the body of the claim fails to make the claim statutory under 35 USC 101. 
Note the Board of Patent Appeals Informative Opinion Ex parte Langemyer et al. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

8. Claims 1-3, 5, 6, and 8-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Del Sesto, U.S. Patent No. 6,985,882, in view of Coyle, U.S. Patent 
No. 6,269,157. 

Regarding to claim 1 , Del Sesto discloses a method for correlating information 
associated with one or more products between multiple entities, comprising: 

receiving a first data associated with each of the one or more products from a first 
delivery entity (column 4, lines 20-40 and column 5, lines 35-43, the server 101 includes 
a database 200 stored data records pertaining to media seller, e.g. Program Listing 320 
contains a schedule of shows and showtimes for the seller; Note that media seller is 
equivalent to delivery entity in the claimed invention); 
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presenting to the multiple provider entities, the first data associated with each of 
one or more products (figures 4D-4F and column 6, line 58-column 7, line 22, 
presenting to the media buyers a list of avail sets by station in the selected market, the 
day and time, show category, daypart, demographic information, number of avails 
advertising slots for that show; Note that media buyer is equivalent to provider entity in 
the claimed invention); 

receiving a first modification to the first data by a first of the multiple provider 
entities (figure 4G and column 7, lines 23-30, the media buyer will see the seller's start 
price for the avail set by station, and will enter the counter offer for the avail set); 

presenting the first modification to the first data to the first delivery entity (figure 
5G and column 9, lines 4-10, the incoming bids sent to the media seller); 

receiving an acceptance of the first modification from the first delivery entity 
(column 9, lines 7-1 0, the media seller views the contract for the bid, reject the bid, or 
accept the bid); and 

associating the first modification with the first of multiple provider entities (figure 
5G, associating each bid with the media buyer's name); 

offering at least one of the one or more products to clients of the first of the 
multiple provider entities according to the first modification of the first data (column 1 , 
lines 10-50 and column 2, lines 25-40, the media buyer (the advertiser) buys advertising 
spaces from the media seller (the media agency) in order to deliver advertising contents 
to the viewers). 
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Del Sesto does not disclose wherein the clients of the first multiple provider 
entities are capable of purchasing the at least one of the one or more products. 
However, Coyle discloses wherein the clients of the first multiple provider entities are 
capable of purchasing the at least one of the one or more products (column 15, lines 
13-40, the end users and resellers purchase telecommunications service at the lower of 
the bid price in the auction or a negotiated price from the telecommunications service 
provider). Therefore, it would have been obvious to one with ordinary skill in the art at 
the time the invention was made to modify Del Sesto's to adopt the feature taught by 
Coyle above, for the purpose of providing the clients of the first multiple provider entities 
are capable of purchasing the at least one of the one or more products. 

Regarding to claim 2, Del Sesto further discloses storing the one or more products 
and the first modification in a central repository (column 4, lines 32-40, database 200 
stores media schedule records 204 and buyer bid records 206). 

Regarding to claim 3, Del Sesto further discloses receiving a second modification 
to the first data from a second of the multiple provider entities; receiving an acceptance 
of the second modification from the first delivery entity; and associating the second 
modification with the second of the multiple provider entities; offering at least one of the 
one or more products to clients of the second of the multiple provider entities according 
to the second modification of the first data (figure 5G and column 9, lines 4-10, the 
incoming bids sent to the media seller, thus the multiple media buyers included the 
second media buyer submit bids to the media seller). Del Sesto does not disclose 
wherein the clients of the second multiple provider entities are capable of purchasing 
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the at least one of the one or more products. However, Coyle discloses wherein the 
clients of the first multiple provider entities are capable of purchasing the at least one of 
the one or more products (column 15, lines 13-40, the end users and resellers purchase 
telecommunications service at the lower of the bid price in the auction or a negotiated 
price from the telecommunications service provider). Therefore, it would have been 
obvious to one with ordinary skill in the art at the time the invention was made to modify 
Del Sesto's to incorporate the feature taught by Coyle above, for the purpose of 
providing the clients of the second multiple provider entities are capable of purchasing 
the at least one of the one or more products. 

Claims 5 and 6 are written in means that parallel the limitations found in claims 1 
and 3 above, therefore, are rejected by the same rationale. 

Claims 8-10 contain similar limitations found in claims 1-3 above, therefore, are 
rejected by the same rationale (Note that in this case, the carrier is equivalent to the 
media buyer, the developer is equivalent to the media seller). 

Claims 11-13 are written in means that parallel the limitations found in claims 8- 
1 0, therefore, are rejected by the same rationale. 

Claims 14 and 15 are written computer-readable medium that parallel the 
limitations found in claims 8 and 9 above, therefore, are rejected by the same rationale. 

Regarding to claim 16, Del Sesto discloses a method of negotiating metadata 
associated with an application, comprising: 

receiving metadata associated with multiple applications (column 4, lines 20-40 
and column 5, lines 35-43, the server 101 includes a database 200 stored data records 
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pertaining to media seller, e.g. Program Listing 320 contains a schedule of shows and 
showtimes for the seller); 

presenting the metadata to multiple carriers (figures 4D-4F and column 6, line 58- 
column 7, line 22, presenting to the media buyers a list of avail sets by station in the 
selected market, the day and time, show category, daypart, demographic information, 
number of avails advertising slots for that show; Note that the media buyer is equivalent 
to the carrier , the media seller is equivalent to the developer in this claim); 

providing an automated negotiation forum for the carriers and developers (column 
2, lines 45-55); 

receiving into the negotiation forum, modifications to the metadata from carriers 
(figure 4G and column 7, lines 23-30, the media buyer will see the seller's start price for 
the avail set by station, and will enter the counter offer for the avail set); 

modifications to the metadata from developers, acceptance requests from carriers 
and acceptance requests from developers (column 9, lines 7-10, the media seller views 
the contract for the bid, reject the bid, or accept the bid); 

associating metadata associated with one of the multiple applications with one or 
more of the multiple carriers (figure 5G, associating each bid with the media buyer's 
name); 

offering the one of the multiple applications to clients of the carrier according to 
the associated metadata (column 1, lines 10-50 and column 2, lines 25-40, the media 
buyer (the advertiser) buys advertising spaces from the media seller (the media agency) 
in order to deliver advertising contents to the viewers). 
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Del Sesto does not disclose wherein the clients of the first multiple provider 
entities are capable of purchasing the at least one of the one or more products. 
However, Coyle discloses wherein the clients of the first multiple provider entities are 
capable of purchasing the at least one of the one or more products (column 15, lines 
13-40, the end users and resellers purchase telecommunications service at the lower of 
the bid price in the auction or a negotiated price from the telecommunications service 
provider). Therefore, it would have been obvious to one with ordinary skill in the art at 
the time the invention was made to modify Del Sesto's to adopt the feature taught by 
Coyle above, for the purpose of providing the clients of the first multiple provider entities 
are capable of purchasing the at least one of the one or more products. 

Moreover, Del Sesto does not disclose the application for execution on a 
wireless device. However, executing an application on a wireless device is well known 
in the art. For example, portable devices (e.g. laptops, PDAs, mobile phones, etc.) can 
access the Internet for conducting transactions via the wireless network. Therefore, it 
would have been obvious to one with ordinary skill in the art at the time the invention 
was made to modify Del Sesto's to incorporate the well-known feature above, for the 
purpose of providing more convenient for customer to conduct transactions over the 
Internet using a wireless device. 

Claim 17 is written in means that parallel the limitations found in claim 16 above, 
therefore, is rejected by the same rationale. 

Regarding to claim 18, Del Sesto discloses a method for providing a negotiation 
forum, comprising: 
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providing electronic access to an automated system to multiple provider entities 
and multiple delivery entities (column 2, lines 20-55, providing media buyers and media 
sellers access to central server over the network; Note that media buyer is equivalent to 
delivery entity, media seller is equivalent to provider entity in this claims); 

presenting to the multiple delivery entities metadata associated with products 
associated with the multiple provider entities (figures 4D-4F and column 6, line 58- 
column 7, line 22, presenting to the media buyers a list of avail sets by station in the 
selected market, the day and time, show category, daypart, demographic information, 
number of avails advertising slots for that show); 

receiving modification terms associated with the metadata associated with the 
products associated with the multiple provider entities (figure 4G and column 7, lines 
23-30, the media buyer will see the seller's start price for the avail set by station, and 
will enter the counter offer for the avail set); 

receiving acceptance of modifications to the metadata (column 9, lines 7-10, the 
media seller views the contract for the bid, reject the bid, or accept the bid); 

associating the modification of the metadata with multiple delivery entities (figure 
5G, associating each bid with the media buyer's name); 

offering at least one of the one or more products associated with one of the 
multiple provider entities to clients of one of the multiple delivery entities according to 
the associated modified metadata (column 1, lines 10-50 and column 2, lines 25-40, the 
media buyer (the advertiser) buys advertising spaces from the media seller (the media 
agency) in order to deliver advertising contents to the viewers). 
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Del Sesto does not disclose wherein the clients of the first multiple provider 
entities are capable of purchasing the at least one of the one or more products. 
However, Coyle discloses wherein the clients of the first multiple provider entities are 
capable of purchasing the at least one of the one or more products (column 15, lines 
13-40, the end users and resellers purchase telecommunications service at the lower of 
the bid price in the auction or a negotiated price from the telecommunications service 
provider). Therefore, it would have been obvious to one with ordinary skill in the art at 
the time the invention was made to modify Del Sesto's to adopt the feature taught by 
Coyle above, for the purpose of providing the clients of the first multiple provider entities 
are capable of purchasing the at least one of the one or more products. 

Claim 19 is written in computer-readable medium that parallel the limitations 
found in claim 18 above, therefore, is rejected by the same rationale. 

Regarding to claims 20-21 , Del Sesto does not disclose wherein the offering step 
includes conveying the first modification to the first data to the clients and wherein the 
first modification of the first data corresponds to a price that the clients pay to purchase 
the at least one of the one or more products. However, Coyle discloses wherein the 
offering step includes conveying the first modification to the first data to the clients and 
wherein the first modification of the first data corresponds to a price that the clients pay 
to purchase the at least one of the one or more products (column 15, lines 13-40, the 
end users and resellers purchase telecommunications service at the lower of the bid 
price in the auction or a negotiated price from the telecommunications service provider). 
Therefore, it would have been obvious to one with ordinary skill in the art at the time the 
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invention was made to modify Del Sesto's to adopt the feature taught by Coyle above, 
for the purpose of providing the clients of the first multiple provider entities are capable 
of purchasing the at least one of the one or more products. 

Conclusion 

9. Claims 1-3, 5, 6, and 8-21 are rejected. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Nga B. Nguyen whose telephone number is 
(571 ) 272-6796. The examiner can normally be reached on Monday-Thursday from 
9:00AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on (571) 272-6702. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(571)272-3600. 

1 1 . Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 

(571) 273-8300 (for formal communication intended for entry), 

or 
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(571) 273-6796 (for informal or draft communication, please label 
"PROPOSED" or "DRAFT"). 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Nga B. Nguyen/ 

Primary Examiner, Art Unit 3692 
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